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1 . The Response After Final submitted on May 5, 2004 has been entered in the 
above-identified application however does not place the application in condition for 
allowance. 

Applicants traverse the rejection of claims 1 5, 18, 19, and 22-24 under 35 U.S.C. 
103(a) as being unpatentable over Suzuki et al. (US 6,319,594 B1) and submit that 
Suzuki does not disclose zinc oxide particles and rather teaches zinc oxide/aluminum 
oxide particles. The Applicants argue that Suzuki does not meet the limitations of the 
instantly claimed invention given that zinc oxide/aluminum oxide is a composite material 
wherein the aluminum oxide can not be removed and further given that the instant 
application claims "....a zinc oxide coating, wherein the coating consists essentially of 
zinc oxide nanoparticles...". However, the Examiner disagrees. The transitional phrase 
"consisting essentially of limits the scope of a claim to the specified materials or steps 
"and those that do not materially affect the basic and novel characteristic(s)" of the 
claimed invention. In re Herz, 537 F.2d 549, 551-52, 190 USPQ 461, 463 (CCPA 1976). 
A consisting essentially of claim occupies a middle ground between closed claims that 
are written in a consisting of format and fully open claims that are drafted in a 
comprising' format." PPG Industries v. Guardian Industries, 156 F.3d 1351, 1354, 48 
USPQ2d 1351, 1353-54 (Fed. Cir. 1998). See also Atlas Powder v. E.I. duPont de 
Nemours & Co., 750 F.2d 1569,224 USPQ 409 (Fed. Cir. 1984); In re Janakirama- 
Rao, 317 F.2d 951, 137 USPQ 893 (CCPA 1963); Water Technologies Corp. vs. Calco, 
Ltd., 850 F.2d 660, 7 USPQ2d 1097 (Fed. Cir. 1988). For the purposes of searching for 
and applying prior art under 35 U.S.C. 102 and 103, absent a clear indication in the 
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specification or claims of what the basic and novel characteristics actually are, 
"consisting essentially of will be construed as equivalent to "comprising." See, e.g., 
PPG, 156 F.3dat 1355, 48 USPQ2d at 1355. In this case, the recitation a zinc 
oxide coating, wherein the coating consists essentially of zinc oxide nanoparticles..." is 
interpreted as an open claim {since there is no clear indication in the specification or 
claims of what the basic and novel characteristics actually are) and therefore the zinc 
oxide/aluminum oxide material taught by Suzuki meets the limitations of the above 
recited claim language. The Examiner would like to again point out that the issue here 
is not whether there is any suggestion or motivation in Suzuki to use fine particles of the 
sputtering materials to replace the fine particles in the liquid coating but whether the 
zinc oxide/aluminum oxide particles taught by Suzuki meet the limitation a zinc 
oxide coating, wherein the coating consists essentially of zinc oxide nanoparticles...". 
The Examiner maintains that all limitations have been met. 

2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sheeba Ahmed whose telephone number is (571 )272- 
1504. The examiner can normally be reached on Monday-Friday from 9am to 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul Thibodeau can be reached on (571)272-1516. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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